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RESPONSE TO REQUIREMENT FOR RESTRICTION AND SPECIES ELECTION 

This is in response to the Official Action mailed September 12, 2000, requiring restriction and 
election of species in the subject patent application. The response is due by October 12, 2000. The 
Examiner has identified nine inventions among the claims of the application: Group I (Claims 1-15, 18- 
30), Group H (Claims 31-35), Group III (Claims 36-40), Group IV (Claims 41-54, 57-58), Group V (Claims 
16-17, 55-56, 113-118), Group VI (Claims 59-73), Group VH (Claims 74-95), Group VIII (Claims 96-112, 
127) and Group IX (Claims 119-122, 123-126). 

ELECTION OF INVENTION 

Applicants elect the Invention of Group VII, with traverse as discussed below. 



REASONS FOR TRA VERSE OF RESTRICTION REQUIREMENT 

The Examiner asserts that the inventions of Groups I, IV and VIII are distinct because they 
require different steps. Applicants respectfully submit that the mere inclusion of different steps is not 
sufficient to make the inventions defined by various claims distinct. In this case, the Independent claim 
of each group recites the same baste steps and these steps define the core of the invention: measuring 
first indicia of a property, determining a relationship between at least one parameter and the measured 
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first indicia, determining a test requirement relating to the measured first indicia, and (based on the 
relationship) identifying additional compounds expected to provide indicia which meet the test 
requirement These steps define the same essential characteristics of a single disclosed embodiment of 
the invention. Additional steps such as culturing do not result In distinct Inventions, but only vary the 
scope of the same Invention as claimed. Therefore Groups I, IV and VIII are merely different definitions 
of the same disclosed subject matter. Under such circumstances restriction should never be required 
(MPEP §806.03). Accordingly, the requirement for restriction between the invention of Group I, the 
invention of Group IV and the Invention of Group VIII should be withdrawn. 

With respect to the requirement for restriction between Groups I, IV and VIII and Group V, the 
Examiner relates these groups as product and process of use. However, the products of Group V are 
produced bv, not used in the methods of Groups I, IV and vill. The independent claims of Group V 
clearly recite that the claimed product is produced by the dalmed method. The analysis supporting the 
reasons for restriction is therefore In error. A correct analysis of process of making and product made 
involves determining whether the claimed process can be used to make a materially different product or 
the claimed product can be made by a materially different process. In this case, the compounds of 
Group V cannot be made by a materially different process because they are product-by-process claims 
which recite the processes claimed in Groups I, IV and VOL Further, the process of Groups I, IV and VIII 
results In Identifying the culture medium component of Group V, so the process cannot be used for 
making a materially different product. The invention of Groups I, IV and VIII and the Invention of Group 
V are therefore not distinct and the restriction requirement with respect thereto should be withdrawn. 

With respect to the requirement for restriction between Groups I, IV and VIII and Groups VI and 
VII, Applicants again submit that the independent claim of Group VII and the independent claim of each 
of Groups I, IV and VIII recites the same basic steps and that these steps define the core of the 
invention: measuring first indicia of a property, determining a relationship between at least one 
parameter and the measured first indicia, determining a test requirement relating to the measured first 
indicia, and (based on the relationship) identifying additional compounds expected to provide indicia 
which meet the test requirement. These steps define the same essential characteristics of a single 
disclosed embodiment of the invention. Differences In claim language between the groups such as 
"parameter" vs. "whole molecule parameter", "compound" vs. "peptide" and whether or not the method 
is performed In culture media do not create distinct inventions, but simply vary the scope of the same 
invention as claimed. Therefore Groups I, IV and VIII and Group VII are merely different definitions of 
the same disclosed subject matter. Under such circumstances restriction should never be required (MPEP 
§806.03). Accordingly, the requirement for restriction between the invention of Groups I, IV and VIII 
and the Invention of Group VII should be withdrawn. 
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Group VI represents a subcombination of thecombination claims of Groups I, IV and VIII in that 
It recites the tw basic steps of the invention which result In predicting the activity of a peptide (i.e., 
measuring indicia and determining a relationship). This piedicted activity information is then used in the 
combination method of Groups I, IV and VIII to Identify peptides which are expected to meet a selected 
test requirement. The specific characteristics 



3004 



oftheiji 



ubcojmbination are also set forth in the combination 



claims. There is therefore no evidence that the comtjinatiori Is patentable without the details of the 
subcombination, and restriction between the inventlbnof Ijroup VI and the invention of Groups I, IV and 
VIII should not be required (MPEP §806.05(c)). [ j 

With respect to the requirement for restriction : bet *een Groups II and III, related as process of 
making and product made, the Examiner is in error Irjj concluding that the library can be made by 
methods other than the recited process. The clalmec pro< ess requires enjy. the step of "representing 
each of a plurality of groups of compound isomers frc m w thin a compound space as a respective 
candidate compound." The claimed product is af libra ry wl lerein the only limftab'on is that "each of a 
plurality of compound Isomers from within a compound space is represented as a respective candidate 
compound." Applicants respectfully submit that It is ;i tot p >ssible to create a library of candidate 
compounds representing each of a plurality of groups of compound isomers bv anv other method t han 
representing each of the plurality of groups of compc und isomers as such candidate compounds. 
Distinctness between process and product has therefore rot been shown and the requirement for 
restriction between the invention of Group II and the invention of Group III should be withdrawn. 

With respect to the requirement for restrfctio i between Group VI and Group VII, Group VI also 
represents a subcombination of the combination clalri is of Group VII in that it recites the two basic steps 
of the invention which result in predicting the activity k>f a. 



peptide (i.e., measuring indicia and 
determining a relationship). This predicted activity information is then used in the combination method 
of Group VII to identify peptides which are expected; b meet a selected test requirement. The specific 
characteristics of the subcombination are also set forjl h in :he combination claims. There is therefore no 
evidence that the combination is patentable without t he details of the subcombination, and restriction 
between the Invention of Group VI and the invention of Gipup VII should not be required (MPEP 
806.05(c)). 



CONCLUSION ON RESTRICTION 

If the various restriction requirements are wfthdra 
present application would represent three Inventions) |as follows: 



vn as Applicants request, the claims of the 
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Third invention: 



Groups I, 
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Groups II a|p HI | 
Group IX 



Applicants request reconsideration of the res rictioh requirement and regrouping of the claims as 
suggested above. 

ELECTION OF SPECIES 

In connection with Applicants' election of the invention of Group VII, election of species relating 
to functions for performing the method, parameters! nd peptide activities Is required. With respect to 
the election of a "function" species, Applicants elective function yi » f(xy) as set forth in Claim 76. 



Claims 74-79 and 81-95 are readable on the electedjJ 
respect to the election of an "at least one whole mol 
whole molecule parameters for use in the method, lie 



charge. Claims 74-95 are readable on the elected "parameter" species and Claim 74 is generic to it. 
With respect to the election of an "activity" species, & replicants elect enhancement of p-toxin production. 
Claims 74-86, 88, 90-91 and 94-95 are readable on ttjie eljebted "activity" species, and Claim 74 Is generic 
to it 



V, % VII and VIII 



|uncjtlon M species and Claim 74 is generic to it. With 
:ule! parameter" species. Applicants elect three 
molecular weight, hydrophoblcity and total 
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Respectfully submitted, 

Donna R. Fugit, Ph.D. 
Agent for Applicants) 
Registration No. 32,135 
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t YOU HAVE NOT RECEIVED ALL THE PAGES OF THIS TRANSMISSION. PLEASE CONTACT THE ATTORNEY AT THE 
TELEPHONB NUMBER LISTED ABOVE. 

iw fflMPf JAWCT WTTTT 10M OG 30. THE FUJNQ DATE ACCORDED EACH OFFICIAL FAX TRANSMISSION WILL BE 
DOTMS^BYTOF^I^CTi NB DATS STAMP FOUND ON 1KB LAST PAGE OF THE TRANSMISSION, UNLESS THAT 
DATB tS A SATURDAY. SUNDAY, OR. FEDERAL HOLIDAY WITHIN THE DISTRICT OF COLUMBIA. IN WHICH CASE THE 
OFFICIAL DATB OF RECEIPT WELL BB THE NEXT BUSINESS DAY. 

THE DOCUMENTS) ACCOMPANYING THIS FACSIMILE TRANSMISSION CONTAINS) INFORMATION FROM THE UNTIED 
STATES PATENT AND TRADEMARK OFFICE WHICH IS CONFIDENTIAL AND/OR LEGALL Y PRIVILEGED. THIS 
INFORMATION IS FOR THE USB OF THE INDIVIDUAL OR FIRM NAMED ON THIS SHEET. IF YOU ARE NOT THE 
INTENDED RECIPIENT. YOU ARB HEREBY NOTIFIED THAT ANY DISCLOSURE, COPYING, DISTRIBUTION. OR THE 
TAXING OF ANY ACTION IN RELIANCE ON THE CONTENTS OF THIS INFORMATION IS STRICTLY PROHIBITED. THE 
DOOTM^OS SHOULD BB RETURNED TO THE PATENT AND TRADEMARK OFFICE IMMEDIATELY. IF THIS FACSIMILE IS 
RECEIVED IN ERROR. PLEASE NOTIFY THE ATTORNEY LISTED HEREON IMMEDIATELY. 



